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UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

Serial No. 79000985

Richard R Al aniz of Black Lowe & Graham PLLC for Lutz GrbH
Maschi nenbau.

Lana H Pham Trademark Exam ning Attorney, Law Ofice 115 (Tonas
V. VI cek, Managi ng Attorney).

Before Holt zman, Rogers and Drost, Adm nistrative Trademark
Judges.

Opi nion by Holtzman, Adm nistrative Trademark Judge:

An application has been filed by Lutz GrbH Maschi nenbau to
regi ster the mark shown bel ow for goods which were amended to
read: "power-driven woodwor ki ng machi nes, including circular
saws, table saws, band saws, planing nachi nes, and wood

splitters, for cutting and shaping |unber; stone cutting
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machi nes" in International Cass 7.1

c V115

The trademark exam ning attorney has refused registration
under Section 2(d) of the Trademark Act on the ground that
applicant's mark, when applied to applicant's goods, so resenbles
the mark LUTZ (in typed or standard character form),?2 and the
mar kK LUTZ SI NCE 1904 and desi gn (shown bel ow),® both for "hand
tools and parts thereof, nanely, scrapers, razor blades, utility
knives, utility hook bl ades, corner utility blades, wire scratch
brushes, file handles, file cleaners, files and screw drivers”
(in Class 8), as to be likely to cause confusion. Both cited

regi strations are owned by the sane entity.

! Application Serial No. 79000985, filed January 15, 2004 under
Section 66(a) of the Trademark Act. The application originally
i ncl uded goods in Casses 8 11 and 40. Casses 11 and 40 were
subsequently deleted fromthe application

2 Registration No. 2052128, issued April 15, 1997 under Section 2(f) of
the Trademark Act; Sections 8 and 15 accepted and acknow edged,
respectively.

3 Registration No. 2354041, issued May 30, 2000; "SINCE 1904" is
di scl ai ned.
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In addition, the exam ning attorney has issued a requirenent
for an acceptable identification of goods on the basis that the
word "including"” in the present identification of goods is
indefinite. The exam ning attorney suggested that applicant
replace the word "including”" with the nore definite wording
"nanmel y" or "consisting of."

When the refusal and the requirenment were made final,
appl i cant appealed. Briefs have been filed. An oral hearing was
not request ed.

We note that applicant, in its reply brief, anended its
identification of goods to substitute the word "nanely" for the
word "including"” in accordance with the exam ning attorney's
suggestion. The identification now reads: "power-driven
woodwor ki ng machi nes, nanely, circular saws, table saws, band
saws, planing machi nes, and wood splitters, for cutting and
shapi ng | unber; stone cutting machines.” Accordingly, the
requi renent for an acceptable identification of goods is deened

satisfied, and the appeal on this issue is noot.
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We turn then to the question of |ikelihood of confusion.

Qur determ nation under Section 2(d) is based on an anal ysis of

all of the probative facts in evidence that are relevant to the

factors bearing on the |ikelihood of confusion issue, including

the simlarities of the marks and the simlarities of the goods.
Inre E.I. du Pont de Nenmours & Co., 476 F.2d 1357, 177 USPQ 563
( CCPA 1973).

Wth respect to the marks, applicant argues that "Lutz" is a
common surnane, presumably in the belief that the registered
marks are only entitled to a narrow scope of protection; and that
the marks are different in appearance. The exam ning attorney
argues that the marks are highly simlar in that they each
feature the word LUTZ and that LUTZ is the dom nant and nost
significant portion of each mark. The exam ning attorney
contends that although "Lutz" may be a surnane it is also a
dictionary term and she has submtted a listing from The
American Heritage Dictionary of the English Language, Third
Edition (1992) defining "Lutz" or "lutz"* as "a junp in figure
skating in which the skater takes off fromthe back outer edge of
one skate and makes one full rotation before |anding on the back

outer edge of the other skate."

“Inthis listing the word "lutz" appears in both capitalized and | ower
case form
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The cl osest of the registered marks to applicant's mark LUTZ
(stylized) is the typed word LUTZ in Registration No. 2052128 and
we will focus on this registration.® The two marks are identical
in sound, both consisting of the identical word, LUTZ
Simlarity in sound al one has been held sufficient to support a
finding of Iikelihood of confusion. See KrimKo Corp. v. Coca-
Cola Co., 390 F.2d 728, 156 USPQ 523, 526 (CCPA 1968). In
addition, these marks al so have the sane neani ng, whether that
meaning is as a surnane or a dictionary word, and the marks
create simlar commercial inpressions.

The only difference in the two marks is the stylized display
of the word LUTZ in applicant's mark. However, this difference
is not sufficient to distinguish one mark fromthe other as it
does not significantly affect the conmercial inpression created
by LUTZ alone. It is the word LUTZ itself, rather than the
particul ar display of the word, that is nore likely to have a
greater inpact on purchasers and be renenbered by them See,
e.g., Inre Dixie Restaurants Inc., 105 F.3d 1405, 41 USP@2d 1531
(Fed. Cr. 1997). See also In re Appetito Provisions Co., 3
USP@d 1553 (TTAB 1987). In addition, because registrant's mark

is registered in typed drawing form we nust consider al

> If there is no likelihood of confusion as between applicant's mark
and the registered mark in typed form then there is no likelihood of
confusi on as between applicant's nmark and registrant's LUTZ and design
mar K.
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reasonabl e manners in which registrant could depict its mark
Phillips Petroleumv. C J. Webb, 442 F.2d 1376, 170 USPQ 35, 36
(CCPA 1971); and INB National Bank v. Metrohost, 22 USPQR2d 1585,
1588 (TTAB 1992). W recognize that a typed drawing for LUTZ
only affords protection for all reasonabl e manners of
presentation, not all possible forms no matter how extensively
stylized. See Jockey International Inc. v. Mallory & Church
Corp., 25 USPQ2d 1233 (TTAB 1992). Neverthel ess, registrant
coul d reasonably depict its mark in a wide variety of typefaces
or fonts, including a display very simlar to the stylized

di splay of applicant's mark. See, e.g., Cunninghamv. Laser Colf
Corp., 222 F.3d 943, 55 USPQ2d 1842, 1847-48 (Fed. Cr. 2000)
(typed drawings are not limted to any particular rendition of
the mark). See also Phillips Petroleumv. C J. Wbb, 442 F.2d
1376, 170 USPQ 35 (CCPA 1971).

Appl i cant's apparent argunent that LUTZ, as a surnane, is
only entitled to a narrow scope of protection is not persuasive.
Registrant's mark nay be regi stered under Section 2(f), but it is
registered on the Principal Register and is entitled to a
presunption of strength at |east equal to any registration on the
Principal Register. Applicant has presented no evidence that
LUTZ is comonly used in the relevant field or is otherw se weak

and entitled to only a limted scope of protection.
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We turn then to a consideration of the goods. Applicant
argues that confusion is unlikely "due to the difference in the
exact nature of the respective goods"” and "in view of the
functionality, cost and conplexity" between the respective goods.
In particular, applicant contends that the goods are
"functionally at best only renptely related to the registrant's
goods"; that applicant's goods are directed to "sophisticated
wood- wor ki ng and stone-cutting consuners and commer ci al
contractors”" and are used "to acconplish sophisticated demands”;
that applicant's goods "are substantially nore
conplex...involving nultiple noving parts and requiring greater

skill and know edge to operate safely";®

and that applicant's
goods "are generally not subject to an inpul se buy" and
"generally cost in the hundreds of dollars.” Applicant argues
that in contrast to its own goods, registrant's goods are snal
hand- hel d tools "costing on the |low end of the spectruni; that
they are "not sophisticated tools subject to sone prior know edge
of use"; and that they are "likely to be purchased as inpul se
buys, small-project related buys." Applicant also argues, noting

registrant's clainmed date of first use of 1904, that there has

been no actual confusion during the nine-year period in which

® The exhibit attached to applicant's reply brief, consisting of what
appl i cant describes as an advertisenent for its goods, is untinely and
has not been consi dered.
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both applicant and regi strant have been nmarketing their goods
under the respective marks.

It is true that applicant's and registrant's goods are
specifically different. However, it is well settled that goods
need not be simlar or conpetitive in nature to support a finding
of likelihood of confusion. See Helene Curtis Industries Inc. v.
Suave Shoe Corp., 13 USPQ2d 1618 (TTAB 1989). It is sufficient
if the respective goods are related in sonme manner and/or that
the conditions surrounding their marketing are such that they
woul d be encountered by the sanme persons under circunstances that
coul d, because of the simlarity of the marks used thereon, give
rise to the m staken belief that they emanate fromor are
associated with, the sanme source. See In re A bert Trostel &
Sons Co., 29 USPQ@d 1783 (TTAB 1993).

Notwi t hst andi ng the differences in the goods, applicant's
power - dri ven woodwor ki ng machi nes, which include circul ar saws,
tabl e saws, band saws, and pl ani ng machi nes, on the one hand, and
registrant's hand tools, which include scrapers and screwdrivers,
on the other, are related, conplenentary products. Itens from
bot h groups of tools can be used to perform conpl enentary
functions on the sane woodwor ki ng projects, including honme repair
and hone i nprovenent projects. The exam ning attorney has
subm tted use-based, third-party regi strations show ng, in each

instance, a mark that is registered for both woodwor ki ng
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machi nery and at |east one of the itens identified in the
application: Registration No. 1409200 for the mark KUNZ |lists
scrapers anong the hand tools for woodworki ng, and screw drivers,
as well as power-operated tools for woodworking, nanely netallic
pl anes; and Regi stration No. 1507793 for the mark PNl and design
lists hand-operated cutting tools, nanely, knives, as well as
"machi nes for boring and drilling holes in wood" and "nmachi nes
and machine tools for cutting and turni ng wooden objects."”

Al t hough third-party registrations are not evidence of use of the
mar ks in conmerce, they serve to suggest that the respective
goods are of a type which nay enanate fromthe same source.’ See
In re Albert Trostel & Sons Co., supra, and In re Micky Duck
Mustard Co. Inc., 6 USPQ2d 1467 (TTAB 1988).

The Internet evidence nade of record by the exam ning
attorney shows that goods such as registrant's screwdrivers and
applicant's power saws in fact emanate fromthe sane source. For
exanpl e, www. honmedepot.com sells both M LWAUKEE screwdrivers as
wel | as M LWAUKEE band saws and circul ar saws, DEWALT
screwdrivers as well as DEWALT band saws and circul ar saws, and

M KI TA screwdrivers as well as MKITA table saws. The website of

" W note applicant's argument with respect to the third-party
registrations that "[i]n today's business environnment congl onerate
compani es sell very broad ranges of goods and services, conpanies
maki ng househol d appliances al so manufacture jet engines and nedi cal
equi pnent." However, these registrations do not cover diverse ranges
of goods. They cover related categories of goods and accordingly are
evi dence that purchasers woul d expect these types of goods to enanate
fromthe sane source.
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wwwv. bl ackanddecker. com of fers both BLACK & DECKER screwdrivers as
well as circul ar saws.

The exam ning attorney has al so submtted evi dence show ng
the related and conpl enentary nature of screwdrivers and
woodwor ki ng machines. An article on woodworking from
wWww. i nt hewoodshop. org, directed to honeowners, "do-it-
yoursel fers" and professionals, states that screwdrivers are
necessary to mai ntai n woodwor ki ng equi pnent :

...wenches, screwdrivers, nut drivers, and socket sets

are necessary itens in order to maintain your

woodwor ki ng machi nery in usable condition. You can't

adjust or dismantle a Stanley No. 5 Jack plane w thout

a flat blade screwdriver.

As indicated on the page from ww.t homasregi sterdirectory.com
screwdrivers are consi dered woodworking tools: "W supply a
broad range of screwdrivers including wood worKki ng

screwdrivers. ... In addition, an article from
www. fact sfacts. cont MyHoneRepair, states that basic tools for the
new hormeowner for home repair include screwdrivers and table saws
(wth nore advanced tools being circular saws) "for al nost any
| umber or plywood cutting you need to do."

It is also clear that the respective goods are sold in the
sanme channels of trade, including retail hone inprovenent outlets
such as the websites for The Hone Depot (ww. honmedepot.com

Lowes (www. | owes. com), and Ace Hardware (www. acehar dware. com

and that these products would be sold to the sane cl asses of

10
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pur chasers, including ordinary honeowners and "do-it-yourself"
consuners. See, for exanple, the excerpts nentioned above from
www. f act sfacts. conf MyHoneRepai r and www. i nt hewoodshop. org and

al so the website ww. t exast ool . com whi ch of fers woodwor ki ng

tools, such as table saws, "for use in both professional and hone
wor kshops. "

It is true that applicant's power saws require nore careful
use than goods such as screwdrivers. It is also true that there
is a price difference between a screwdriver and, for exanple, a
power -driven circular saw, although the difference may not be as
extrenme as applicant clains. It can be seen in the printouts
from wwv. honedepot. com and www. | owes. comthat while certain
brands or types of circular saws sell for "hundreds of dollars,"”
as applicant contends, there are also those that sell for |ess
t han $100, and sone for as little as $49.00 to $59. 00.
Nevert hel ess, while the higher cost of a power saw and the | evel
of skill required to operate it may affect the care consuners nmay
exercise in selecting one, even sophisticated and careful
purchasers of nore expensive goods can be confused as to source

where, as here, the marks are very simlar and are used on

rel ated goods.® See In re Research Trading Corp., 793 F.2d

8 The case of Arrow Fastener Co. v. Stanley Wrks, 59 F.3d 384, 35
USPQ2d 1449 (2d Cir. 1995) on which applicant relies is readily

di sti ngui shable fromthe present case. For one thing, what the court
referred to as the "functional distinctions" between the parties
respective small hand-operated staplers and pneumatic staplers,

11
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1276, 230 USPQ 49, 50 (Fed. G r. 1986) citing Carlisle Chem ca
Wrks, Inc. v. Hardman & Hol den Ltd., 434 F.2d 1403, 168 USPQ
110, 112 (CCPA 1970) ("Human nenories even of discrimnating
purchasers...are not infallible.").

Finally, applicant's claimthat there has been no actual
confusion is entitled to little weight. Wile the absence of
actual confusion is a factor indicative of no |ikelihood of
confusion, it is neaningful only where the record denonstrates
appreci abl e and conti nuous use by applicant of its mark in the
sanme nmarkets as those served by registrant under its mark. See
Gllette Canada Inc. v. Ranir Corp., 23 USPQRd 1768, 1774 (TTAB
1992). While we have applicant's statenent of use of its mark,
we have no information as to its sales or advertising
expenditures, or the geographic areas served by applicant.
Moreover, there is no evidence of any use of the registered nmark,
let alone information relating to the extent of such use. Cf. In
re General Motors Corp., 23 USPQ2d 1465 (TTAB 1992).

In view of the foregoing, we find that purchasers famliar
Wth registrant's hand tools provided under the mark LUTZ, would

be likely to believe, upon encountering applicant's very simlar

consi sted of nore than just the differences in cost of the products and
their "conplexity." The court specifically found, based on the

evi dence, that the "significant functional distinctions" were the
differences in the buyers for the respective products and the fact that
"honmeowners do not use pneunatic staplers" and "contractors do not use
lightweight small staplers in construction.” |In the present case,
unlike Arrow, we have found that the purchasers for the respective
products are the sane.

12
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mark LUTZ in stylized formfor related power-driven woodwor ki ng
machi nes, that the goods originated with or are sonehow
associated with or sponsored by the sane entity.

To the extent that we have any doubt on the issue of
l'i kel i hood of confusion, such doubt nust be resolved in favor of
the prior registrant. 1Inre Shell G| Co., 992 F.2d 1204, 26
UsP2d 1687 (Fed. G r. 1993).

Decision: The refusal to register under Section 2(d) of the

Trademark Act is affirned.
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